
IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF MICHIGAN

SYMBILITY SOLUTIONS INC.,
a Canadian corporation,

Plaintiff,

v.

XACTWARE, INC.,
a Utah corporation,

Defendant.

)
)
)
)
)
)
)
)
)
)
)
)
)

No. 2:05 CV 73068

Judge Denise Page Hood

Magistrate Judge Mona K. Majzoub

DEMAND FOR JURY TRIAL

XACTWARE’S ANSWER, AFFIRMATIVE DEFENSES AND COUNTERCLAIMS

Defendant Xactware, Inc. (“Xactware”) hereby responds to the Amended Complaint by 

Plaintiff Symbility Solutions Inc. (“Symbility”).

ANSWER

Xactware answers and avers as follows, the numbered paragraphs corresponding to the 

like-numbered paragraphs of the Amended Complaint.

1. Xactware admits that the Amended Complaint purports to state a claim for 

declaratory relief and for damages at law.  Xactware further admits that this Court has 

personal jurisdiction over Xactware, and that venue is proper in this judicial district.  

Xactware lacks knowledge or information sufficient to form a belief as to the truth of the

remaining allegations in paragraph 1, and therefore denies the same.

2. Xactware lacks knowledge or information sufficient to form a belief as to the 

truth of the allegations in paragraph 2, and therefore denies the same.
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3. Xactware admits that it is a Utah corporation with a principal place of business at 

1426 East 750 North, Orem, Utah 84097.  Xactware further admits that it has stated that 

eighty percent of insurance-repair contractors and eight of the top ten property insurers use 

Xactware’s Xactimate® software to estimate the cost of repairs.  Xactware lacks knowledge 

or information sufficient to form a belief as to the truth of the remaining allegations in 

paragraph 3, and therefore denies the same.

4. Xactware admits that Symbility purports to be seeking a declaratory judgment 

that United States Patent Nos. 6,037,945 (“the ‘945 patent”), 6,810,383 (“the ‘383 patent”) 

and 6,816,819 (“the ‘819 patent”) are invalid and/or unenforceable, and further admits that 

Exhibits A, B and C to the Amended Complaint are copies of those patents. In all other 

respects, denied.

5. Denied

6. Denied.

7. Xactware admits that on or about July 15, 2005 Xactware filed a complaint 

against Symbility in the United States District Court, District of Utah, Central Division, 

alleging infringement of the ‘945 patent and the ‘383 patent, unfair competition, and 

copyright infringement.  Xactware further admits that the ‘819 patent is a continuation of the 

‘945 patent.  Xactware further admits that an actual controversy exists between Symbility 

and Xactware with respect to the ‘945, ‘383, and ‘819 patents, and with respect to 

Xactware’s allegations of unfair competition and copyright infringement.  In all other 

respects, denied.

8. No response to paragraph 8 is deemed to be required.
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9. Denied.

9.[sic]  Denied.

10. Denied.

11. No response to paragraph 11 is deemed to be required.

12. Denied.

13. Denied.

14. Denied.

15. Denied.

16. Xactware admits that on December 1, 2005 the Utah district court dismissed the 

Utah action for lack of personal jurisdiction.  In all other respects, denied.

17. Denied.

18. Xactware denies that Symbility Solutions successfully defended the Utah action.  

Xactware lacks knowledge or information sufficient to form a belief as to the truth of the

remaining allegations in paragraph 18, and therefore denies the same.

AFFIRMATIVE DEFENSES

First Affirmative Defense – Failure to State a Claim

1. Symbility has failed to state a claim upon which relief can be granted.

Second Affirmative Defense – Unclean Hands

2. Symbility has engaged in acts constituting willful infringement of Xactware’s 

patent rights and copyrights.  Accordingly, Symbility is barred from obtaining equitable relief 

from this Court by the doctrine of unclean hands.
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COUNTERCLAIMS

Counterclaim-Plaintiff Xactware, Inc. (“Xactware”) asserts the following counterclaims 

against Counterclaim-Defendant Symbility Solutions Inc. (“Symbility”).  Xactware claims and 

avers as follows:

The Parties

1. Xactware is a corporation incorporated under the laws of the State of Utah, with 

its principal place of business at 1426 East 750 North, Orem, Utah 84097.

2. On information and belief, Symbility is a corporation organized under the laws of 

Canada, with its principal place of business at 72 Victoria Street South, Suite 101, Kitchener-

Waterloo, Ontario, Canada, N2G 4Y9.

Jurisdiction and Venue

3. This action arises under the Patent Laws of the United States, codified at 35 

U.S.C. § 100 et. seq.  

4. This Court has subject matter jurisdiction over this action pursuant to 28 U.S.C. 

§§ 1331, 1338, and 1367(a), and Symbility has expressly invoked the jurisdiction of this Court 

by reason of its Complaint filed on or about August 8, 2005.

5. Venue is proper in this judicial district pursuant to 28 U.S.C. §§ 1391 and 1400.

The Patents-in-Suit

6. On March 14, 2000, the United States Patent and Trademark Office (“USPTO”)

duly and legally issued U.S. Patent No. 6,037,945 (“the ‘945 Patent”), entitled “Graphical 

Method for Modeling and Estimating Construction Costs,” naming James B. Loveland as the 

inventor.
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7. On October 26, 2004, the USPTO duly and legally issued U.S. Patent No. 

6,810,383 (“the ‘383 Patent”), entitled “Automated Task Management and Evaluation,” naming 

James B. Loveland as the inventor.

8. On November 9, 2004, the USPTO duly and legally issued U.S. Patent No. 

6,816,819 (the ‘819 patent), entitled “Graphical Method and System for Modeling and 

Estimating Construction Parameters,” naming James B. Loveland as the inventor.

9. Xactware is the owner by assignment of all legal rights, title, and interest in the 

‘945, ‘383, and ‘819 Patents (collectively, “the Patents-in-Suit”).

General Allegations

10. Xactware designs, develops, produces, manufactures, markets, sells and 

distributes construction estimation software and services.

11. Symbility distributes, offers for sale and/or sells construction estimation software 

and services in the United States and Canada.  Symbility’s primary product is its mobile 

claims™ estimation software and related services.

12. The Symbility mobile claims™ estimation software and services meet each and 

every limitation of at least one claim of each of the Patents-in-Suit, either literally or with only 

insubstantial differences.

13. Without authorization from Xactware, Symbility has distributed and/or is 

distributing estimation software and services covered by one or more claims of the Patents-in-

Suit in the United States.
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14. Without authorization from Xactware, Symbility has offered to sell and/or is 

offering to sell estimation software and services covered by one or more claims of the Patents-in-

Suit in the United States.

15. Without authorization from Xactware, Symbility has sold and/or is selling 

estimation software and services covered by one or more claims of the Patents-in-Suit in the 

United States.

16. Without authorization from Xactware, Symbility has imported and/or is importing 

into the United States estimation software and services covered by one or more claims of the 

Patents-in-Suit.

17. Without authorization from Xactware, Symbility has provided and/or is providing 

to others estimation software and services to be used in a manner covered by one or more claims 

of the Patents-in-Suit.

18. Without authorization from Xactware, Symbility has actively induced and/or is 

actively inducing others to import into the United States and/or to use in the United States

estimation software and services covered by one or more claims of the Patents-in-Suit.

19. Symbility has falsely and misleadingly represented and/or is falsely and 

misleadingly representing the nature, characteristics and qualities of Xactware’s products and 

services.

20. On information and belief, Symbility or an agent of Symbility has received a copy 

of Xactware’s Xactimate® software.

21. The Xactimate® software is the subject of copyright TX 6-179-341.

22. Xactware is the legal owner of copyright TX 6-179-341.
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23. Features and images generated by Symbility’s mobile claims™ estimation 

software and services are substantially similar to features and images generated by the 

copyrighted Xactimate® software and services.

24. Symbility has no license or permission from Xactware to use, reproduce, 

distribute or prepare derivative works from Xactware’s copyrighted works. 

25. The foregoing misconduct of Symbility has caused and will continue to cause 

irreparable harm to Xactware, and will continue unabated unless enjoined by this Court.

26. The foregoing misconduct of Symbility has caused and will continue to cause

monetary damage to Xactware.

27. The foregoing misconduct of Symbility has been done knowingly and willfully,

with full knowledge of Xactware’s intellectual property rights.

First Counterclaim – Patent Infringement

28. Xactware incorporates by reference the allegations in paragraphs 1 through 27 of 

this Counterclaim as though set forth here in full.

29. Symbility has directly infringed, induced infringement and/or contributed to the

infringement of the Patents-in-Suit by making, using, offering to sell and/or selling products that 

fall within the claims of the Patents-in-Suit, including but not necessarily limited to its mobile 

claims™ estimation software.

30. Xactware has complied with the statutory notice requirements of 35 U.S.C. § 287 

by marking its products covered by the claims of the Patents-in-Suit.

31. Xactware has suffered, and will continue to suffer, economic injury as a result of 

Symbility’s infringement of the Patents-in-Suit.
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32. Xactware has been and will continue to be irreparably harmed by reason of 

Symbility’s infringement of the Patents-in-Suit.

33. Symbility’s infringement of the Patents-in-Suit has been willful.

34. Symbility’s infringement of the Patents-in-Suit will continue unless enjoined by 

this Court.

35. By reason of the foregoing, Xactware is entitled to damages in an amount to be 

determined at trial.  Xactware is also entitled to preliminary and permanent injunctive relief 

preventing Symbility from continuing its patent infringement.

36. By reason of Symbility’s willful infringement of the Patents-in-Suit, Xactware is 

entitled to an award of enhanced damages and attorneys fees.

Second Counterclaim – Copyright Infringement

37. Xactware incorporates by reference paragraphs 1 through 36 of this Counterclaim 

as though set forth here in full.

38. Xactware owns United States Copyright Registration TX 6-179-341.

39. Xactware has complied with the statutory notice requirements of 17 U.S.C. § 401 

by marking its products covered by the copyright registration.

40. By reason of the conduct alleged above, Symbility has committed acts of 

copyright infringement.

41. Symbility’s copyright infringement has injured Xactware by, among other things, 

diverting sales, profits and goodwill which properly belong to Xactware.

42. Xactware has suffered, and will continue to suffer, economic injury as a result of

Symbility’s copyright infringement.
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43. Symbility’s copyright infringement has been willful and continuous, and will 

cause additional injury to Xactware unless enjoined by this Court.

44. By reason of the foregoing, Xactware is entitled to damages in an amount to be 

determined at trial.  Xactware is also entitled to injunctive relief preventing Symbility from 

continuing its copyright infringement.

Third Counterclaim – Unfair Competition

45. Xactware incorporates by reference the allegations in paragraphs 1 through 44 of 

this Counterclaim as though set forth here in full.

46. This cause of action is for unfair competition arising under Section 43(a) of the 

Lanham Act of the United States, 15 U.S.C. § 1125(a), and under the common laws of the State 

of Michigan and the Michigan Consumer Protection Act, MCLA § 445.903 et. seq.

47. Upon information and belief, Symbility, acting alone and with third parties, has 

misappropriated Xactware’s valuable business, products and technology.

48. Upon information and belief, Symbility has falsely and misleadingly represented 

the nature, characteristics and qualities of Xactware’s products and services.

49. By reason of the conduct alleged above, Symbility has committed acts of unfair 

competition in violation of federal and state law.

50. Symbility’s unfair competition has injured Xactware by, among other things, 

diverting sales, profits and goodwill which properly belong to Xactware.

51. Xactware has suffered, and will continue to suffer, economic injury as a result of 

Symbility’s unfair competition.
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52. Symbility’s unfair competition has been willful and continuous.  It will cause 

additional injury to Xactware unless enjoined by this Court.

53. By reason of the foregoing, Xactware is entitled to damages in an amount to be 

determined at trial.  Xactware is also entitled to injunctive relief preventing Symbility from 

continuing its pattern of unfair competition.

Prayer for Relief

WHEREFORE, Xactware respectfully requests that the Court enter judgment:

A. Dismissing the Amended Complaint in its entirety, with prejudice, and denying 

Symbility any and all relief requested therein; 

B. Preliminarily and permanently enjoining Symbility from continuing to infringe

the Patents-in-Suit; 

C. Preliminarily and permanently enjoining Symbility from continuing to infringe 

Xactware’s copyrights;

D. Preliminarily and permanently enjoining Symbility from continuing to engage in

unfair competition;

E. Awarding monetary damages adequate to compensate for Symbility’s patent 

infringement, copyright infringement, and unfair competition;

F. Awarding treble damages as a result of Symbility’s deliberate and willful 

infringement of the Patents-in-Suit;

G. Awarding punitive damages resulting from Symbility’s continuous violations of 

the common law;

H. Declaring that this is an exceptional case under 35 U.S.C. § 285;
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I. Awarding Xactware its attorney fees, costs and expenses incurred in prosecuting 

this action to the fullest extent permitted by law;

J. Assessing prejudgment interest and costs against Symbility; and

K. Granting such other and further relief as this Court deems just and proper.

JURY DEMAND

With respect to the foregoing Counterclaims, Xactware hereby demands a trial by jury on 

all issues triable to a jury as a matter of right. 

Respectfully submitted,

December 29, 2005  /s/ Robert S. Krause
Robert S. Krause
DICKINSON WRIGHT PLLC
500 Woodward Avenue, Suite 4000
Detroit, MI 48226-3425
(313) 223-3670 (ph)
(313) 223-3598 (fax)

Mark Supko
Jennifer Burdman
CROWELL & MORING LLP
1001 Pennsylvania Avenue, N.W.
Washington, D.C.  20004-2595
(202) 624-2500 (ph)
(202) 628-5116 (fax)

Attorneys for Defendant/Counterclaim-
Plaintiff Xactware, Inc.

2684055
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CERTIFICATE OF SERVICE

The hereby certify that on December 29, 2005 I electronically filed the foregoing papers 

with the Clerk of the Court using the ECF system which will send notification of such filing to 

the following:

John E. Carlson, Esq.
John M. Siragusa, Esq.
CARLSON, GASKEY & OLDS, P.C.
400 W. Maple, Suite 350
Birmingham, Michigan  48009
Email:  jcarlson@cgolaw.com

jsiragusa@cgolaw.com

__/s/ Robert S. Krause____ __
Robert S. Krause
Dickinson Wright PLLC
500 Woodward Ave., Suite 4000 
Detroit, MI 48226 
(313)223-3500 
Email: rkrause@dickinsonwright.com
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